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Art Unit: 2873 

DETAILED ACTION 
Claim Objections 

Claim 84 (and respective dependent claims 86-90) is objected to for the following 
reasons. Since the intended meaning could be determined from the specification and 
the Figures, 112 rejections were not made but instead these lack of clarity issues are 
being raised in the following claim objections. 

With respect to claim 84, that part of the claim stating "a plurality of conductive 
electrode grids or arrays" creates a lack of clarity for the following reason. Throughout 
the specification, applicant discloses a plurality of electrodes within a grid or array i.e. a 
single grid or array with a plurality of electrodes (as opposed to a plurality of grids or 

* 

arrays). This is apparently applicant's intended meaning and what is supported by the 
specification and Figures instead of the claimed "plurality of grids or arrays". It is 
suggested that applicant change this part of the claim to state "a plurality of conductive 
electrodes arranged in a grid or array" or similar language to provide the required clarity. 

Claim Rejections - 35 USC §112 

Claim 91 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

With respect to claim 91 , that part of the claim stating "the electrodes isolated 
from another" renders the claim vague and indefinite. It is not clear if applicant is 
claiming "each electrode is isolated from other electrodes" (which is the assumed 
meaning for purposes of examination, i.e. as in claim 84, each electrode is isolated from 
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at least some of the other electrodes) or if applicant is claiming "each electrode is 
isolated from each other electrode" (i.e. each electrode is isolated from every other 
electrode) or if applicant is claiming "a plurality of electrodes isolated from other 
electrodes", or "a plurality of electrodes isolated from each other electrode", or if some 
other meaning is intended and the lack of clarity renders the claims vague and 
indefinite. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described In (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 84, 86-88 and 90-92 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Birdwell patent number 6,774,871. 

Birdwell reads on these claims by disclosing the limitations therein including the 
following: an electro-active lens (abstract, column 8, lines 7-16, column 11, line 39); an 
electro-active material of a substantial constant thickness (column 1 1 , line 39 and 
Figure 4B and 5A re "54" and "70" of "substantial constant thickness"); at least one 
alignment layer to align molecules of the electro-active material (column 13, line 12); a 
plurality of conductive electrodes arranged in a grid or array (column 13, line 10, Figures 
48 and 5A); comprising a plurality of elements (column 13, line 10, Figures 4B and 5A 
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re the elements "48" and/or "52"); each grid or array element as an electrode (column 
13, line 10, Figures 4B and 5A i.e. each element "48" or "52" is an electrode); each 
electrode isolated from other electrodes by an insulating material of silicon oxide 
(column 16, lines 36-40). The insulating material will inherently be transparent, this 
being reasonably based upon Birdwell disclosing this material as silicon oxide, similar to 
that of the claimed invention. Birdwell further discloses the electro-active material 
containing a liquid crystal (column 1 1 , line 39); the grid or array of electrodes in 
electrical contact with at least one layer of electro-active material (Figures 4B and 5A, 
column 1 1 , lines 20-67); the optical power of the lens is varied by altering an applied 
voltage from a power source to individual electrodes of the grid or array (column 1 1 , 
lines 20-67, column 12, lines 25-39); the electro-active material causing a change in the 
refractive index of the electro-active material (column 1 1 , line 58 to column 12, line 61 ). 
It is believed that the change in refractive index would be at least 0.02 units per volt, this 
being reasonably based upon Birdwell disclosing the changing index of refraction 
producing the profiles of Figures 4A, 4C and 4D (column 12, lines 25-61), as well as 
being based upon the similarity in structure to that of the claimed invention. 

Claims 84 and 90-91 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Winarski et al patent number 6,317,190. 

Winarski et al reads on these claims by disclosing the limitations therein including 
the following: an electro-active lens (abstract); an electro-active material of a substantial 
constant thickness (column 1 , line 37, Figure 3 re the thickness of the material between 
"31" and "33" is "substantially constant"); at least one alignment layer to align molecules 
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of the electro-active material (abstract, column 3, lines 12-40); a plurality of conductive 
electrodes arranged in a grid or array (Figures 2 and 3, electrodes "45", column 3, lines 
12-22 with the electrodes arranged in a linear array); comprising a plurality of elements 
(Figures 2 and 3, column 3, lines 12-22 re elements "45"); each grid or array element 
as an electrode (Figures 2 and 3, column 3, lines 12-22, each element "45" as an 
electrode); each electrode isolated from other electrodes by an insulating material 
(Figure 4, column 2, lines 46-62 re insulating material "35" used to separate each 
electrode from other electrodes). Winarski et al further discloses the electro-active 
material containing a liquid crystal (abstract); the grid or array of electrodes in electrical 
contact with at least one layer of electro-active material (Figures 2 and 3); the optical 
power of the lens is varied by altering an applied voltage from a power source to 
individual electrodes of the grid or array (column 1, lines 6-52); the electro-active 
material causing a change in the refractive index of the electro-active material (column 
1 , lines 6-52). It is believed that the change in refractive index would be at least 0.02 
units per volt, this being reasonably based upon Winarski et al disclosing the changing 
index of refraction producing a changing optical power of the electro-active lens (column 
1 , lines 6-52) similar to that of the claimed invention. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



* 

Application/Control Number: 10/627.828 Page 6 

Art Unit: 2873 

Claims 86-88 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WinarskI et al in view of Birdwell. 

Winarski et al discloses as is set forth above but does not specifically disclose 
the insulating material as silicon oxide or as a substantially transparent material. 
Birdwell teaches that in an electro-active lens using an insulating material, that it is 
desirable to use silicon oxide as the insulating material for the purpose of providing an 
effective means of electrical insulation (column 16, lines 36-40). Therefore, it would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made to have the insulating material of Winarski et al as silicon oxide since Birdwell 
teaches that in an electro-active lens using an insulating material, it is desirable to use 
silicon oxide as the insulating material for the purpose of providing an effective means 
of electrical insulation. The insulating material taught by Birdwell will inherently be 
transparent, this being reasonably based upon Birdwell teaching the use of silicon 
oxide, similar to that of the claimed invention. 

Claims 84 and 89-92 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japanese document 62-209412 (Jp'412) in view of Kern patent number 4,601,545. 

Jp'412 discloses the limitations therein including the following: an electro-active 
lens (English abstract); an electro-active material of a substantial constant thickness 
(English abstract, Figures 1 and 2 with the electro-active material disclosed as a "layer** 
and from what is disclosed in Figures 1 and 2 the layer would inherently have a 
"substantially constant thickness"); a plurality of conductive electrodes arranged in a 
grid or array (Figures 1 and 2); comprising a plurality of elements (Figures 1 and 2, 
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electrodes "11" as the plurality of elements); each grid or array element as an electrode 
(Figures 1 and 2, electrodes "11"); each electrode isolated from other electrodes by an 
insulating material (English abstract); the electro-active material containing a liquid 
crystal (English abstract); the grid or array of electrodes in electrical contact with at least 
one layer of electro-active material (English abstract, Figures 1 and 2); the optical power 
of the lens is varied by altering an applied voltage from a power source to individual 
electrodes of the grid or array (English abstract); the electro-active material causing a 
change in the refractive index of the electro-active material (English abstract). It is 
believed that the change in refractive index would be at least 0.02 units per volt, this 
being reasonably based upon Jp'412 disclosing the changing index of refraction 
producing a changing optical power of the electro-active lens (English abstract) similar 
to that of the claimed invention. 

Jp'412 discloses as is set forth including the electro-optic layer as a liquid crystal 
layer (English abstract) but does not specifically disclose the use of an alignment layer 
to align molecules of the electro-active material. Kern teaches that in an electro-active 
lens using liquid crystal as the electro-active material (abstract) that it is desirable to use 
an alignment layer to align molecules of the electro-active material for the purpose of 
providing the required alignment of the liquid crystal material which may then be used to 
provide the desired index of refraction change (column 1, line 42, column 4, line 6). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to have the electro-active lens of Jp'412 as comprising an 
alignment layer since Kern teaches that in an electro-active lens using liquid crystal as 
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the electro-active material, that it is desirable to use an alignment layer to align 
molecules of the electro-active material for the purpose of providing the required 
alignment of the liquid crystal material which may then be used to provide the desired 
index of refraction change. 

In reference to claim 89, Jp'412 discloses as is set forth above but does not 
specifically disclose the grids or arrays as substantially circular and concentric with 
respect to one another. Kern further teaches that in an electro-optical lens using 
electrodes arranged in a grid or array (Abstract, Figure 1) that the electrodes can either 
be arranged in a matrix array similar to that of JP'412 (Kern, Figure 1 and Jp'412 Figure 
2) or can be arranged in an array which is substantially circular and concentric for the 
purpose of providing the required electro-optical effect (Figure 5c, column 5, line 40). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to have the array of Jp'412 as a circular and concentric array 
since Kern teaches that that in an electro-optical lens using electrodes arranged in a 
grid or array, that the electrodes can either be arranged in a matrix array or can be 
arranged in an array which is substantially circular and concentric for the purpose of 
providing the required electro-optical effect. 

Response to Arguments 
Applicant's arguments filed October 18, 2004 with respect to the Birdwell 
reference have been considered but, with respect to the rejected claims set forth above, 
they are not persuasive. Applicant argues that Birdwell fails to disclose a plurality of 
conductive electrode grids or arrays comprising a plurality of elements wherein each 
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grid or array element is an electrode. As stated above, the assumed meaning of this 
limitation is a plurality of conductive electrodes arranged in a grid or array comprising a 
plurality of elements wherein each grid or array element is an electrode. Birdwell 
specifically describes the conductive elements arranged in an array (column 13, line 10) 
thereby disclosing a plurality of conductive electrodes arranged in a grid or array. 
Furthermore, if the intended meaning was a "plurality of electrode grids or arrays", 
Birdwell discloses this as well (Figure 48, 5A, and column 13, line 10, Birdwell discloses 
a first electrode array ("72") and a second electrode array ("74") i.e. a plurality of 
electode grids or arrays). Birdwell further discloses each grid or array element as an 
electrode (Figures 4B, 5A, column 13, line 10 re elements "48" and "52" within the 
arrays). Applicant further argues that column 16 of Birdwell apparently teaches the 
interconnection section and not the electrodes as insulated. The examiner disagrees. 
Column 16, lines 36-40 state "Fig 13C shows how the individual electrodes 146 cross 
over other electrodes, so as to be interconnected, the electrodes 146 having an 
interconnection section 1 16 and being separated by a suitable insulator 166", Applicant 
believes that this sentence implies that the interconnection section and not the 
electrodes are separated by a suitable insulator. However, if this was the case the 
sentence would read "having an interconnection section 116 being separated by a 
suitable insulator 166" (with the "and" omitted). However, the sentence reads "an 
interconnection section 1 16 and being separated by a suitable insulator". The "and" is 
apparently going back to the "electrodes" thereby stating that it is the electrodes and not 
the interconnection section that is insulated. 
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With respect to Kern, applicant argues that Kern does not disclose "a plurality of 
conductive electrode grids or arrays comprising a plurality of elements wherein each 
grid or array element is an electrode". The examiner disagrees with this portion of 
applicant's arguments and believes that Kern does disclose these limitations. However, 
applicant further argues that Kern does not disclose "each electrode isolated from other 
electrodes by an insulating material" and the examiner agrees with this and believes 
that the Kern reference has been overcome for this reason. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



shortened statutory period will expire on the date the advisory action is mailed, and any^ 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jordan M. Schwartz whose telephone number is (571) 
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272-2337. The examiner can normally be reached on Monday to Friday (8:00-5:30), 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Georgia Y. Epps can be reached at (571) 272-2328. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jordan M. Schwartz 
Primary Examiner 
Art Unit 2873 
December 29, 2004 




